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PAT E N T S

Steve Baughman of Ropes & Gray LLP, Washington, presents the third installment in a

series of Bloomberg BNA Insights addressing PTAB-related subjects.

Taking Stock After the AIA’s Second Year of Post-Grant Trials

BY J. STEVEN BAUGHMAN

T radition has it that the one year anniversary is pa-
per and the fifth is wood, but anyone involved with
patents is likely to tell you that the third anniver-

sary now belongs to the PTAB.
As the America Invents Act (AIA) rolls into its fourth

year, and the post-grant challenges the AIA created en-
ter their third year, the newly constituted Patent Trial
and Appeal Board (PTAB) is already contending with
the District of Delaware and the Eastern District of
Texas as one of the country’s busiest venues for litigat-
ing patent validity. With such a tectonic shift in only
two short years, this month’s anniversary seems a fit-
ting moment for at least a brief look back, and to what
lies ahead.

2000 Petitions and Counting: Who Has Been
Filing What, When?

Challengers have now filed more than 2000 petitions
with the PTAB since it opened its doors to these submis-
sions just after midnight on Sunday, Sept. 16, 2012,
seeking Inter Partes Review (IPR), Covered Business
Method (CBM) review, and—most recently, with two
petitions over the last two months—Post-Grant Review.
Both the pace and the faces behind the filings have
shifted since the last AIA anniversary—the former quite
dramatically.

While the PTO predicted 470 filings in FY2013 (420
IPRs and 50 CBMs), the actual IPR and CBM petitions
filed in that period (514 and 48, respectively, for a total
of 562) exceeded its projections by almost 20 percent.1

But as of Sept. 18, a few weeks before the close of
FY2014, the 1,429 actual IPR (1,267) and CBM (162) pe-
titions filed have already outstripped the prediction of
500 annual filings (450 IPRs and 50 CBMs) by more
than 285 percent. This rapid acceleration since last Oc-
tober may well reflect a growing comprehension of the
power of PTAB challenges among those who had origi-
nally held back from filing, based on early petitions
reaching final written decisions before the Board. (As
noted below, however, this increasing volume has been
accompanied by changes in the success rates for peti-
tioners.)

As the graph below reflects, while filers as of both
Sept. 3, 2013,2 and Sept. 11, 2014,3 were challenging
patents in a wide range of industries, the cumulative
subject matter mix actually appears to have shifted

1 See, e.g., 77 Fed. Reg. 48,679, 48,710 (Aug. 14, 2012); AIA
Progress Statistics (as of 9/11/14), http://www.uspto.gov/ip/
boards/bpai/stats/aia_statistics_091114.pdf.

2 USPTO Presentation, America Invents Act Second Anni-
versary Forum, at 173 (Petitions by Technology, as of Sept. 3,
2013).

3 AIA Progress Statistics (as of 9/11/14), http://
www.uspto.gov/ip/boards/bpai/stats/aia_statistics_091114.pdf.
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slightly towards the already-dominant electrical/
computer (71.8%) and mechanical (15.5%) technology
areas over the last year, with slight decreases in chal-
lenges to chemical (6.7%), bio/pharma (5.6%) and de-
sign patents (.4%):

As to both filers and patent owners, one can find a
range of companies—from large to small, and both
competitors and so-called ‘‘non-practicing entities’’ or
‘‘patent assertion entities’’4—among the parties at the
PTAB in its first two years of post-grant proceedings.
Various other types of entities have also appeared, lead-
ing to a number of interesting arguments before the
PTAB.5

But despite these differences among parties, one
common thread binds these proceedings together over
the last two years: Most patents challenged at the PTAB
are already in litigation, and this likely comes as little
surprise, given the cost and estoppel consequences of
these proceedings.

Two Years In, What Has Been Happening at the
PTAB?

How have all of these filings fared at the PTAB? A
comparison of year-on-year statistics since AIA’s last
anniversary shows that this wave of increased filings
has been accompanied by a decline in the threshold
success rates for petitioners,6 as well as a substantial in-
crease in the number of settlements before final written
decision. From FY2013 to near the close of FY2014
(Sept. 11, 2014), while filings ramped up, the institution
rate for IPR trials dropped from 87 to 76 percent, and
the rate for CBMs dropped from 82 to 75 percent. At the
same time, the number of settlements and granted ad-
verse judgments rose significantly, from 43 in FY2013

(40 in IPRs and 3 in CBMs) to 227 to date in FY2014
(200 in IPRs and 27 in CBMs)—exceeding the number
of final written decisions issued in each corresponding
period (1 in FY2013 and 225 in FY2014).7

As the system has loaded up with petitions, the Board
has also grown in numbers—as of Sept. 8, the PTAB
had 213 Judges (more than 1/3 of them assigned to AIA
proceedings) and a goal to add 20 more by October.8

The number of Judges has not, however, grown as
quickly as the pace of the incoming filings, and the
Board’s workload has certainly increased.

Nonetheless, the PTO has continued to stress its in-
tention to meet the AIA’s one-year limit from institution
to final written decision without resort to the available
six-month extension, and a non-scientific review of the
five most recent final written decisions on the merits
available as of this writing shows that while two issued
within six or nine days of the statutory one-year mark,
the remainder were issued significantly earlier—from
about 11⁄2 to 21⁄2 months before that deadline.

While the Board continues to work through its grow-
ing queue, its decisions on a range of issues, from dis-
covery to various procedural details, are likely to con-
tinue emphasizing the importance of efficiency and the
statutory timeline—themes that have regularly surfaced
in its decisions over the last year.

Looking Ahead (and Back) to the Courts
As noted above, the bulk of PTAB challenges involve

litigated patents, and district courts (and in some in-
stances the Federal Circuit9) have already been actively
deciding issues concerning AIA challenges, and in par-
ticular motions to stay. In some instances, they have
also been reacting to early outcomes at the Board, such
as decisions not to institute trial,10 and the Federal Cir-
cuit has heard some initial questions involving PTAB
proceedings.

Moving ahead toward the AIA’s next birthday, how-
ever, the intersection between the PTAB and the courts
is likely to become significantly busier, as the first ap-
peals from final written decisions begin to work their
way through the Federal Circuit and as district courts
address those patent disputes that remain and return
after proceedings before the PTAB.

With the ever-growing volume of petitions filed at the
Board and this next wave of activity in the courts, there
will likely be still more significant milestones to con-
sider when AIA’s fourth anniversary comes around. In
the meantime, though, the game-changing develop-
ments of the first two years of post-grant proceedings
before the Board are certainly worth a careful look.

4 A recent article suggests that patent assertion entities rep-
resented about 44 percent of those facing IPR challenges from
a review of proceedings completed as of May 31, 2014. See
Manny Schechter, ‘‘Post Patent Issuance Challenges and the
Quest for Patent Quality,’’ IPWatchdog.com, Sept. 11, 2014,
http://www.ipwatchdog.com/2014/09/11/post-patent-issuance-
challenges-and-the-quest-for-patent-quality/id=51122/.

5 See, e.g., Iron Dome LLC v. Chinook Licensing DE LLC,
IPR2014-00674, Paper 9 (Sept. 10, 2014) (denying Patent Own-
er’s request for authorization to file motion for terminating
sanction based on argument that ‘‘Petitioner’s business model
is to circumvent the statutory bar created by 35 U.S.C. § 315(b)
and the efficiencies created by estoppel’’).

6 As there was only one final written decision in FY2013,
the available data do not permit meaningful comparison with
FY2014.

7 AIA Progress Statistics (as of 9/11/14), http://
www.uspto.gov/ip/boards/bpai/stats/aia_statistics_091114.pdf.

8 ‘‘Patent Trial and Appeal Board Update,’’ Sept. 8, 2014,
IPO 42nd Annual Meeting, Hon. Scott Boalick, Vice Chief
Judge (Acting), U.S. Patent and Trademark Office, Patent Trial
and Appeal Board, at 14-16.

9 See VirtualAgility Inc. v. Salesforce.com, Inc., No. 2014-
1232, 2014 BL 191228, 111 U.S.P.Q.2d 1763 (Fed. Cir. July 10,
2014) (88 PTCJ 750, 7/18/14) (reversing, on interlocutory ap-
peal, district court’s denial of motion to stay).

10 See, e.g., Procter & Gamble Co. v. Team Techs., Inc., No.
1:12-cv-552, Dkt. No. 130, slip op. 21-24 (S.D. Ohio July 3,
2014) (granting partial summary judgment against defendant
in light of, inter alia, denial of IPR institution on overlapping
invalidity arguments/evidence under ‘‘significantly lower’’
standard).
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