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PAT E N T S

In this sixth installment in a series of Bloomberg BNA Insights by attorneys at Ropes &

Gray LLP addressing PTAB-related subjects, the authors review post-Alice decisions by the

Patent Trial and Appeal Board and show how ‘‘CBM proceedings can provide an effective

avenue to challenge patents directed to patent-ineligible subject matter.’’

The Effect of Alice Corp. on CBM Proceedings

BY MARC CAVAN AND ERIC CHANG

S ince the Supreme Court’s Alice Corp. decision on
June 19, 2014,1 an increasing number of courts
have applied Alice to invalidate patent claims for

being directed to unpatentable subject matter under 35
U.S.C. § 101. The Patent Trial and Appeal Board

(PTAB) has confirmed that Section 101 challenges may
be appropriately raised in covered business method
(CBM) proceedings.2

As in many district courts, post-Alice PTAB decisions
have generally followed the two-part framework set
forth in Mayo,3 and applied in Alice, to find unpatent-
able claims that cover abstract ideas without adding a
sufficiently inventive concept. Because the purview of
CBM review is broad enough to encompass patents that
are incidental or complementary to business activity—
and is not limited to patents only involving the financial
industry—CBM proceedings can provide an effective
avenue to challenge patents directed to patent-ineligible
subject matter.4 CBM-eligible patents that claim an ab-
stract idea and add only generic computer implementa-
tion may well be vulnerable to a Section 101 challenge
in a CBM proceeding.

Applying Mayo to Determine Patent Ineligibility
Under the Mayo inquiry, the first step for the PTAB

is to determine whether the challenged claims are, at
heart, directed to a patent-ineligible concept, such as an
abstract idea. The PTAB is likely to find an idea abstract

1 Alice Corp. Pty Ltd. v. CLS Bank Int’l, 134 S. Ct. 2347,
2014 BL 170103, 110 U.S.P.Q.2d 1976 (2014) (88 PTCJ 513,
6/20/14).

2 U.S. Bancorp v. Retirement Capital Access Mgmt. Co.,
CBM2013-00014, Paper No. 33 at 9-10 (Aug. 22, 2014). In con-
trast, Section 101 has not been applied in inter partes review
proceedings.

3 Mayo Collaborative Servs. v. Prometheus Labs. Inc., 132
S. Ct. 1289, 2012 BL 66018, 101 U.S.P.Q.2d 1961 (2012) (83
PTCJ 727, 3/23/12).

4 Patents may be eligible for challenge in a CBM if they are
(i) at least ‘‘incidental or complementary to a financial activ-
ity’’ and (ii) do not cover a ‘‘technological invention.’’ SAP
Am., Inc. v. Versata Dev.Grp., Inc., CBM2012-00001, Paper No.
36 at 21–22 (P.T.A.B. Jan. 9, 2013).
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where it recites a longstanding, known practice.5

Claims may be particularly susceptible to challenge if
the patentee fails to tether the claimed idea ‘‘to a spe-
cific algorithm or specialized computer.’’6

As a result, the PTAB has found multi-step formula-
tions to be abstract where only generic components are
recited—characterizing as abstract, for example, ‘‘per-
forming a real-time Web transaction by displaying and
providing at least one application a user selects to ac-
cess checking and savings accounts, and transferring
funds (i.e., debiting or crediting) in response to user sig-
nals from an input device.’’7

The second step of the Mayo inquiry asks whether
the challenged claims include a sufficient ‘‘inventive
concept’’—an element or combination of elements that
would ensure that the patent in practice amounts to sig-
nificantly more than the idea itself. In line with Alice
and other past Supreme Court decisions, the PTAB has
found the following to be inadequate: appending con-
ventional steps specified at a high level of generality8;
recitation of ‘‘computerized’’ in method steps that could
otherwise be performed in the mind or via pen and pa-
per9; utilizing known computer and communications
technology to execute conventional, routine steps, even
where the steps were specified in algorithmic format10;
and not limiting an implementation of an abstract con-
cept to any particular technical approach.11

The Limits of Mayo—Patent-Eligible Subject
Matter

The instances where the PTAB has declined to find a
claim unpatentable under Section 101 also shed light on
the boundaries of what concepts are patent-eligible and
on what additions constitute a sufficient ‘‘inventive con-
cept.’’

In PNC Bank v. Secure Axcess, the PTAB found that
claims for authenticating a web page using keys were
not directed to an abstract idea, rejecting the petition-
er’s argument that the claims were analogous to placing
a trusted seal on a paper document.12 Because the ex-
plicit claim language ‘‘transforming . . . received data’’
indicated a fundamental change to the data in a particu-
lar manner, and therefore could not be performed
solely by humans with traditional paper records, the
PTAB declined to proceed to the second step of the
Mayo framework.

Under the second step of the Mayo inquiry, the PTAB
has found added limitations that meaningfully restrict
the application of an abstract idea to be sufficiently in-
ventive. In SAP America v. Arunachalam, although the
PTAB ultimately found unpatentable claims that were
directed to the abstract idea of performing a web trans-

action by displaying a selected application, it declined
to institute review of one dependent claim on Section
101 grounds. That dependent claim recited the use of
‘‘object routing’’ to perform the otherwise abstract con-
cept, and the PTAB found that ‘‘object routing’’ was a
specific technique that played a significant role in car-
rying out the claimed invention.13

Although not a PTAB decision, the Federal Circuit’s
Dec. 5, 2014 decision in DDR Holdings is illustrative of
how a specific claim could survive under the second
step of Mayo. In DDR Holdings, the court found that the
particular claims were distinguishable from those that
merely used the Internet to perform known business
practices, because the claimed solution was ‘‘necessar-
ily rooted in . . . technology in order to overcome a
problem specifically arising in the realm of computer
networks.’’14 Furthermore, the specific DDR Holdings
claims were found to be sufficiently inventive because
their particular use of technological features overrode
the conventional result of such use, and thus were ad-
judged to constitute a specific solution to the problem
without preempting all other approaches.15

Since the Federal Circuit’s DDR Holdings decision in
early December, several more recent PTAB final written
decisions, involving Fidelity National,16 have distin-
guished generic computer implementations that
achieve routine and conventional results from the
claims in DDR Holdings and found the claims to be un-
patentable under Section 101.

PTAB Consideration of Section 101
Patentability—Distinctions from District Court

Although the Mayo framework to determine patent
eligibility can be applied in both district courts and the
PTAB, CBM proceedings currently offer a few advan-
tages for petitioners, assuming the patent qualifies for
CBM review.

First, the board reviews the patentability, rather than
the validity, of claims. As a consequence, petitioners
need prevail only by a preponderance of the evidence, a
lower standard than the clear and convincing evidence
needed to invalidate patent claims in district court. In a
decision predating Alice, the PTAB found that the dis-
trict court’s entry of final judgment of no invalidity un-
der Section 101 did not bar the petitioner’s Section 101
arguments in CBM review, due to the differing stan-
dards.17 The PTAB proceeded to cancel the challenged
claims as unpatentable under the Mayo test. Thus, find-

5 U.S. Bancorp v. Retirement Capital Access Mgmt. Co.,
CBM2013-00014, Paper No. 33 at 13 (Aug. 22, 2014).

6 Salesforce.com, Inc. v. VirtualAgility, Inc., CBM2013-
00024, Paper No. 47 at 22 (Sept. 16, 2014).

7 SAP Am., Inc. v. Arunachalam, CBM2013-00013, Paper
No. 61 at 16 (Sept. 18, 2014).

8 U.S. Bancorp v. Retirement Capital Access Mgmt. Co.,
CBM2013-00014, Paper No. 33 at 14 (Aug. 22, 2014).

9 Id. at 16.
10 Id. at 16; Salesforce.com, Inc. v. VirtualAgility, Inc.,

CBM2013-00024, Paper No. 47 at 23-24 (Sept. 16, 2014).
11 SAP Am., Inc. v. Arunachalam, CBM2013-00013, Paper

No. 61 at 17 (Sept. 18, 2014).
12 PNC Bank v. Secure Axcess, LLC, CBM2014-00100, Pa-

per No. 10 at 20-22 (Sept. 9, 2014).

13 SAP Am., Inc. v. Pi-Net Int’l, Inc., CBM2013-00013, Paper
No. 15 at 21 (Sept. 19, 2013) (Pi-Net was the predecessor real
party-in-interest). Although the Decision to Institute was en-
tered prior to the Alice decision, in its post-Alice Final Written
Decision the PTAB partly rested its reasoning on the relevant
discussion in the Decision to Institute.

14 DDR Holdings, LLC v. Hotels.com, L.P., No. 2013-1505,
at *20 , 2014 BL 342453 (Fed. Cir. Dec. 5, 2014) (89 PTCJ 370,
12/12/14).

15 Id. at *22-23.
16 See Fidelity Nat’l Info. Servs, Inc. v. Checkfree Corp.,

CBM2013-00030, CBM2013-00031 and CBM2013-00032; Fidel-
ity Nat’l Info. Servs, Inc. v. Cashedge, Inc., CBM2013-00028
(finding unpatentable claims to an abstract idea of a ‘‘funda-
mental economic practice’’ with the addition of only routine
and conventional computer implementation).

17 Interthinx, Inc. v. CoreLogic Solutions, LLC, CBM2012-
00007, Paper No. 58 at 6-7 (Jan. 30, 2014) (87 PTCJ 743,
2/7/14).
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ing unpatentability, including Section 101 subject mat-
ter ineligibility, at the PTAB is a lower bar than proving
invalidity in district court.

Another difference between CBM review and district
court proceedings lies in claim construction—the PTAB
applies the broadest reasonable construction of claim
terms, a broader standard than in litigation. Although
this difference in practical terms has more significance
for purposes of analyzing anticipation under Section
102 and obviousness under Section 103, the PTAB has
found claims to be directed to an abstract idea based on
broadly construing a term to cover data structures in
general, as opposed to a specific type of data struc-
ture.18 Thus, in instances where a petitioner elects to
overlay claim construction issues to its Section 101
challenge, the petitioner can also avail itself of this ad-
vantage.

Conclusion
The increasing number of post-Alice PTAB decisions

finding claims unpatentable under the Mayo inquiry is
testament that Section 101 is a significant, real hurdle
and that can be effectively used to challenge CBM-
eligible patents that claim abstract subject matter in a
non-transformative way. Maximizing the effectiveness
of such a challenge requires a careful formulation of ar-
guments under both parts of the Mayo test—distilling
the fundamentally abstract formula or idea embodied in
the claim, then demonstrating in the petition that the
additions as a whole do not add anything sufficiently in-
ventive to support patentability.

On the other hand, defensible patent claims that re-
cite specific, non-abstract solutions, or that add non-
conventional or transformative technology in a specific
implementation of an abstract idea, are more apt to
withstand a Section 101 challenge.18 SAP Am., Inc. v. Arunachalam, CBM2013-00013, Paper

No. 61 at 16 (Sept. 18, 2014).
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